Appln. No. 10/525,414 
Amendment dated July 29, 2 009 

Reply to Office Action dated March 11, 2009 



REMARKS 

Applicant thanks Examiner Abu Ali for the brief 
telephone discussion with the undersigned attorney on July 28, 
2009 during which the amendments herein were discussed. The 
Examiner noted that the amendments would not be entered unless 
submitted with an RCE, because the case is after final 
rejection and the amendments raise issues requiring further 
consideration and/or search. Thus, Applicant herein submits 
an RCE to gain entry of the present amendments. 

Favorable reconsideration is requested in view of 
the foregoing amendments and the following remarks. 



I . Claim Status and Amendments 

Claims 1 and 3-16 were pending in this application 
when last examined. Claim 2 was previously cancelled. 

Claims 7-12 are withdrawn as non-elected subject 
matter. Please consider the possibility of rejoinder of the 
withdrawn claims upon a determination of allowance of the 
elected invention pursuant to US practice. 

Claims 1, 3-6 and 13-16 were examined on the merits 
and stand rejected. No claims have been allowed. 

By way of the this amendment, claim 1 is amended to 
specify the amount of copper and aluminum as supported by the 
disclosure, for example, at page 6, lines 20-21. 
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Claims 3-6 and 13-16, and even withdrawn claims 7- 
12, are amended in a non-narrowing manner to address formal 
matters by correcting punctuation and/or to better conform to 
US practice for antecedent basis. Such revisions are 
unrelated to patentability. The revisions are non-substantive 
and do not narrow the scope of protection. 

New dependent claims 17-19 have been added. Claims 
17 and 18 specify further features and properties of the 
lustrous vacuum-deposited copper-based metal flakes as 
supported by the disclosure, for example, at page 6, lines 14- 
23, and at page 7, lines 15-20 (i.e., paragraph [0020] of the 
published application). Claim 19 specifies the particle size 
as supported by the disclosure, for example, at page 7, line 
11 . 

No new matter has been added by this amendment. 

Claims 1 and 3-19 are pending upon entry of this 
amendment, and these claims define patentable subject matter 
warranting their allowance for the reasons discussed herein. 

Applicant requests favorable reconsideration, entry 
of the present amendment, and formal allowance of the claims. 

The specification is amended to include appropriate 
section headings to conform to US practice. No new matter has 
been added. 



- 9 - 



Appln. No. 10/525,414 
Amendment dated July 29, 2 009 

Reply to Office Action dated March 11, 2009 



II . Foreign Priori-by 

The present application claims priority from a 
German application filed August 20, 2002, and a copy of same 
will have been forwarded to the USPTO from the International 
Bureau of WIPO. As done in the last response. Applicant again 
requests acknowledgement of receipt of Applicant's foreign 
priority documents filed under Section 119. 



Ill . Information Disclosure Statement 

Kindly consider the references submitted with 
Information Disclosure Statement (IDS) that has been 
concurrently filed herewith, and return an Examiner-initialed 
PTO-1449 form indicating such. 



IV. Obviousnes s Re j ec tions 

Claims 1, 3-4, 13 and 15 are rejected under 35 USC 
§103 (a) as being obvious over Cosentino et al . (US 5,795,649) 
in view of Heikel (US 4,116,710) for the reasons on pages 2-3 
of the Office Action. 

Claims 1, 4, and 13 are rejected under 35 USC 
§103 (a) as being obvious over Heikel for the reasons on pages 
3-4 of the Office Action. 
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Claims 5-6 and 14 are rejected under 35 USC 
as being obvious over Heikel in view of Hashizume (US 
4,622,073) for the reasons on page 4. 

Claims 5-6, 14, and 16 are rejected under 35 
§103 (a) as being obvious over Cosentino et al . and Hei 
view of Hashizume for the reasons on pages 4-5. 

These rejections are respectfully traversed 
be discussed together below. The arguments set forth 
response filed November 11, 2008 with respect to Hashi 
reiterated herein . 
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percent or above of a base metal, such as copper, and the 
balance being another material in the alloy (col. 2, lines 15 
to 25) . Indeed, the Examiner seemingly relies heavily on 
Heikel for each rejection to support the argument that it 
would be obvious to select the desired alloy amounts in view 
of the prior art disclose of elements present in amounts that 
^''overlap''' the claimed ranges. 

Applicant respectfully disagrees. It is believed 
that amended claim 1, which now specifies that the flakes 
contain an alloy with 90-99% copper and 1-10% aluminum, is not 
obvious in the light of the combined references, and 
especially Heikel, which only discloses a large number of 
possible alloys (e.g., at column 2, lines 15 to 25), in which 
one base metal may be more than 50 weight%. Nowhere is there 



a suggestion in Heikel or the other references to use 90-99 
copper and 1-10% aluminum, as claimed, and the resultant 
properties (as discussed below) exhibited by the claimed 



o 
o 



flakes 



Applicant disagrees with the Examiner' s position 



that a person of ordinary skill in the art would reach the 
composition according to the claims by routine optimization. 
As the Examiner is aware, a particular parameter or variable 
must first be recognized as a result-effective variable, i.e., 
a variable which achieves a recognized result, before the 
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determination of the parameter or variable might be 
characterized as routine or obvious. In re Antonie, 559 F.2d 
618, 195 USPQ 6 (CCPA 1977); In re Boesch, 617 F.2d 272, 205 
USPQ 215 (CCPA 1980); See also M.P.E.P., Eighth Ed., Rev. 6 
(September 2007) at § 2144.05, II, A, B. 

In the instant situation, there is no such 
recognition or suggestion in the cited references of the 
significance of the claimed amounts of copper and aluminum and 
the resultant properties exhibited by the claimed flakes. 
Indeed, Cosentino et al . , Heikel, and Hashizume are silent 
with respect to the use of copper and aluminum in the 
specifically claimed amounts and the resultant properties 
exhibited by the claimed flakes. 

Further, as pointed out in the response filed 
November 17, 2008, it is again noted that the way in which the 
copper-based metal flakes of the present claims are made 
affects the structure and physical nature of the copper-based 
metal flakes themselves. In this regard, the claimed product 
itself is characterized by the differences produced in the 
product by the way it is manufactured, and this was explained 
in some detail in the Declaration under 37 CFR 1.132 by Mr. 
Herzing attached to the last response. 

In this regard, as stated in paragraph [0020] of the 
published application, the lustrous vacuum-deposited copper- 



- 13 - 



Appln. No. 10/525,414 
Amendment dated July 29, 2 009 

Reply to Office Action dated March 11, 2009 

based metal flakes of claim 1 are coloristically interesting 
and have colors resembling rich-gold, pale-gold and rich-pale- 
gold, which are alloys on the basis of copper and zinc. Also, 
the subject matter of claim 1 provides for highly brilliant 
PVD pigments having the color of rich-gold, pale-gold, and 
rich-pale-gold which can be used to substitute respective 
pigments on the basis of copper and zinc. 

In contrast to the present lustrous copper-based 
metal flakes, the metal flakes of the cited references, for 
instance, Hashizume, produced by milling or grinding of metal 
powders, have much rougher surfaces than the relatively smooth 
surfaces of the lustrous copper-based metal flakes of the 
present invention of the instant claims. This process would 
seemingly teach away from the concept of the claims. 

This stands in contrast to the process in claim 1 
and the resultant properties of the claimed highly 
brilliant/lustrous flakes that are coloristically interesting. 
See, also, claims 4 and 15 and claim 13, which specify that 
the flake-shaped effect pigment has plane-parallel surfaces 
and a thickness between 10 and 100 nm, and 20 to 60 nm, 
respectively. See also new dependent claims 17 and 18 that 
specify that the metal flakes have mirror-smooth undisturbed 
surfaces and uniform thickness, and exhibit high 
ref lectability and high tinctorial power. 
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As discussed above and in the last response, the way 
in which the metal flakes of the present claims are made makes 
those metal flakes fundamentally different from the metal 
flakes of Hashizume. Again, Hashizume teaches grinding finely 
divided metal powder into the desired flake form (Hashizume, 
column 5, lines 14-15) . Therefore, Hashizume is fundamentally 
deficient because the Hashizume flakey metal powder pigments 
are made by grinding, which gives them a substantially 
different character than the claimed metal flakes. Regardless 
of the issue of whether or not there are ^^overlapping'' ranges, 
there is nothing in Hashizume which would have made it obvious 
to modify Hashizume in any way which could produce or provide 
the claimed metal flakes. Also, this disclosure in Hashizume 
would seemingly teach away from the concept of the claimed 
flakes. It is well established that references cannot be 
combined where the references teach away from their 
combination. In re Grasselli, 713 F.2d 731, 743, 218 USPQ 769, 
779 (Fed. Cir. 1983); M.P.E.P., Eighth Ed., Rev. 6 (September 
2007) at § 2145, X, D, I-III. 

Furthermore, regarding the claimed process feature. 
Applicant notes that it is surprising that a copper alloy, 
which only needs to be molten can be directly used for 
producing the desired copper aluminum alloy PVD-pigments . 
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For these reasons, it is believed that the cited 
references do not recognize result-effective variables 
necessary to support the ^^routine optimization''' rationale in 
the Office Action, and they actually teach away from the 
concept of the claimed flakes. Therefore, the ^^routine 
optimization" rationale and the obviousness rejections itself 
should fall. 

Therefore, Applicants respectfully submit that the 
cited references, taken alone or in combination, do not teach, 
suggest or make obvious the above-noted features of claim 1 . 
For these reasons, the cited references cannot render obvious 
claim 1. Thus, independent claim 1 is novel and nonobvious 
over the cited references. 

Claims 2-19 depend, either directly or indirectly, 
on claim 1. These dependent claims are also novel and 
nonobvious over the cited references for the same reasons set 
forth above due to their dependency on claim 1 . 

Therefore, Applicants respectfully submit that the 
above-noted 103(a) obviousness rejections are untenable and 
should be withdrawn. 



V. Conclusion 

Having addressed all the outstanding issues, this 
paper is believed to be fully responsive to the Office Action. 
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It is respectfully submitted that the claims are in condition 
for allowance and favorable action thereon is requested. 

If the Examiner has any comments or proposals for 
expediting prosecution, please contact the undersigned 
attorney at the telephone number below. 

Respectfully submitted. 



BROWDY AND NEIMARK, P.L.L.C. 
Attorneys for Applicant (s) 




Jay F. Williams 
Registration No. 48,036 



JFW : pp 

Telephone No.: (202) 628-5197 
Facsimile No.: (202) 737-3528 

G: \BN\L\Louk\Herzingl\PTO\2009-07-29AmdtFileWithRCE . doc 
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